
Acadernic urges patent law reform
 
MONASH legal academic Ms Ann Dufty 
has recommended changes to Australian 
patent law which could make it more 
difficult to patent an invention. 

The changes, however, would bring our 
law into line with that of the US, Canada. the 
UK and Europe, and would make an 
Australian patent a more useful "negotiating 
tool " . 

Dufty recommends a two-tier patent 
system - tougher patent requirements for 
significant inventions, and easier access to 
short -term patents for less significant 
inventions. This latt er type of invention is 
now covered by a petty patent, which gives 
monopoly rights for a relatively short 
duration. 

The recommendations have been made to 
the Intellectual Property Advisory 
Committee. a body set up by the Federal 
Government in 1978 to advise it on matters 
relating to patents. copyrights. trade marks 
and designs. 

The Monash Law School was briefed by 
the Committee to report on specialised 
aspects of the law relat ing to patents. 

Dufly reported to the Committee on 
various aspects of patent law. Professor 
Robert Baxt on special ised aspects of that 
law as it relat es to trade practices and 
Professor Enid Campbell on jurisdiction in 
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Dufty points out that to obta ih""a--;p"'a"'t"'e:;:;nTt~1n 

Australia it is necessary to establish that the 
invention to be patented is new , and that it 
involves " an inventive step ." 

In Australia, under existing law, novelty is 
judged according to whether the subject 
matter of the invention has been described in 
some kind of publication . such as a book or 
an art icle. published in Australia . or whether 
it has been used in Australia. 

The trend in most other major legal 
systems. however, is to tast a patent 
application in tha light of what has been 
published anywhere in the world. not simply 
in terms of what has been published within 
national boundaries. as is the practice in 
Australia. 

Dufty recommends changes to our patent 

Caries research 
lim ited success as a means of shielding the 
chewing surfaces of teeth . Although useful to 
a degree in pits and fissures. Phakey says. 
their adheren ce to smoother enamel is not so 
good . 

Other preventative methods, such as 
glazing the tooth's surface by irradi at ion w ith 
a laser, have also been suggested , The 
Monash group is currently testing the use of 
lasers. 

" It' s early days yet:' Phakey says. " But 
results so far are not encourag ing. The 
available lasers appear to be doing more 
damage than good ." 

Phakey points out that fluoride. although a 
great advance in decay prevention. is not the 
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law to incorporate this " universal novelty 
test. " If this were done . a patent application 
in Australia would have to be judged against 
anyth ing published anywhere in the world 

She recommends also that the " inventive 
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If changes are not made 
there will be a tendency 

it more difficult for Australian technology to 
obtain protection by way of a patent. 

" But we cannot ignore the international 
trend . If the changes are not made there will 
be a tendency for Australian patents to be 
described as weak in the international 
context. 

"That doesn't do the pat entee any good. 
The present law makes patents marg inally 
easier to get in Australia than in some other 
countries but that is not necessaril y a good 
thing. 

" An Aus tral ian patent should be genUinely 
the equivalent of an overseas patent. " 

Dufty's two-tier proposal is to toughen the 
requirements for a standard patent for 
significant inventions. but reta in the present 
novelty and obv iousness tests for less 
significant inventions. This latter patent 
would give the patentee an initial mon opol 
for one year with the right to apply for e 
extension of up to five years. 

Of enormous legal importance in the area 
of novelty is the role being played by inter­
national computer links . 

It is now possible, she points out. to obtain 
from a computer terminal in Australia an on­
line print -out of patent information from ma­
[or data sources in the US. 

This raises several thorny legal questions.' 
Should we s.ay_that....the.-mere3acLthat the 

for Australian patents to ------rnformaii~-;;-i;a v a i l a b l e in Australia on an on­
. . desc,:lbed as weak,Tii-the 
intemetionei context. 

step" test (the test for " obviousness" ] be 
changed to bring it into line with European 
practice where the mere existence of a 
document could be enough to invalidate a 
patent application . In Australian law. as it 
stands now, the existence of such a 
document is not enough to invalidate a 
patent application. It has to be shown that 
the document's contents have become " part 
of the common knowledge" of workers in the 
field. 

"These changes , of course . would mean 
that the patent application would have to be 
more invent ive." she says. "They would make 
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final answer to the dental caries problem. 
" Fluoride is primarily of value to young 

people whose teeth are calcify ing and 
rnatu ring ." he says. " It is beneficia lin 
reducing tooth decay among older people but 
to a lesser extent. There is obv iously still 
need for research effort to find better ways to 
combat tooth decay." 

The Monash research is supported by 
NH&M RC and Monash Special Research 
grants. 

Reports on both the human and marsupial 
research have appeared in several scientific 
journals. Two papers were presented at a 
recent meeting in Sydney of the International 
Association of Dental Research. 
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line print-out is enough to establish that it 
has been published in Australia? 

Or do we say that it has not been 
published here until it has actually been 
printed out ? 

There is also the question of whether 
Information which has never been published 
in " hard copy" can be properly said to have 
been " published" . 

Should we impose an obligation on 
prospective patentees to search these dat 
bases for info rmation which might invalids 
their application? she asks. Should we 
impose a similar obligation on the Patent 
Office? 

These are important questions which need 
clarif icat ion. 

Dufty w arns that scient ists and engineers 
who do not understand the workings of the 
patent system can destroy their chances of 
obtaining a patent by their anxiety to publish 
the results of their research. 

" It is a catch-22 situation :' she says. 
" Scient ists are eager to be the first to publish 
in order to establ ish authorship but by 
publishing the research in a learned journal or 
disclo sing it in a lecture before a patent 
appl ication is made the scientist can destroy 
Its novelty and invalidate the application. 

"There is limited protection in the Patent 
Law . A person can get permission. in certain 
circumstances. to publish. But by and large. if 
you publish before you make an application 
you will destroy any chance of getting a 
patent." 

Pnru ed by Sta nda rd New spapers for Mo nash 
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